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DETAILED ACTION 
Abstract 

Applicant is reminded of the proper content of an abstract of the disclosure. 

A patent abstract is a concise statement of the technical disclosure of the patent 
and should include that which is new in the art to which the invention pertains. If the 
patent is of a basic nature, the entire technical disclosure may be new in the art, and the 
abstract should be directed to the entire disclosure. If the patent is in the nature of an 
improvement in an old apparatus, process, product, or composition, the abstract should 
include the technical disclosure of the improvement. In certain patents, particularly 
those for compounds and compositions, wherein the process for making and/or the use 
thereof are not obvious, the abstract should set forth a process for making and/or use 
thereof. If the new technical disclosure involves modifications or alternatives, the 
abstract should mention by way of example the preferred modification or alternative. 

The abstract should not refer to purported merits or speculative applications of 
the invention and should not compare the invention with the prior art. 

Where applicable, the abstract should include the following: 

(1) if a machine or apparatus, its organization and operation; 

(2) if an article, its method of making; 

(3) if a chemical compound, its identity and use; 

(4) if a mixture, its ingredients; 

(5) if a process, the steps. 

Extensive mechanical and design details of apparatus should not be given. 

1 . The abstract of the disclosure is objected to because it fails to concisely state the 
subject matter of the claimed invention. Correction is required. See MPEP § 608.01(b). 
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2. The Examiner respectfully suggests amending the abstract as follows: 

A n i ght l ight ass e mb l y i nc l udos a li ght source, such as an e l octr i ca l 
bu l b and a co l d li ght pan el , and a d e corat i on board r e movably attach e d to 
tho l i ght sourc e . The decoration board includes a mount portion having a 
pair of resilient arms forming a clip for removably attaching the decoration 
board to the a night light assembly light source at any selected 
orientation 4 and a receiving section including a resilient retention tab with a 
receiving slot defined therebetween to receive and retain a board portion 
therein. The board portion forms includes decoration patterns, which can 
be planar, raised or recessed. When the decoration board is attached to 
the light source by the clip, the board portion is positioned to allow light 
from the light source to transmit therethrough for projecting the decoration 
patters to the space in any desired direction. 



Claim Objections 

3. Claim 1 is objected to because of the following informalities: it recites the 
limitation "the mounting portion" in line 3. There is insufficient antecedent basis for this 
limitation in the claim. 

The cited lack of antecedent instances do not amount to indefinitiveness under 
35 U.S.C. 112, second paragraph, since is readily apparent that the claims are referring 
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back to the previously recited mount portion . However, appropriate correction is 
required to place the claims in proper form for allowance. 

4. The Examiner respectfully suggests amending line 3 of Claim 1 , as follows: "end 
side of the clip, the clip adapted to attach the mount i ng mount portion to a light". 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

5. Claims 1-3, 6 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
WISE (U.S. Pat. 2,262,873). 

6. WISE discloses a decoration board having: 

a mount portion (as recited in Claim 1), as seen in Figure 2; 
a clip (as recited in Claim 1), Figure 2, reference number 1 1 ; 
a receiving section (as recited in Claim 1), Figure 2, reference 
number 9; 

the receiving section being mounted to a remote end of the 
clip (as recited in Claim 1), as seen in Figure 2; 
the clip being adapted to attach the mount portion to a light 
source (as recited in Claim 1), as evidenced by Figure 4; 
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a board portion (as recited in Claim 1), Figure 2, reference 
number 5; 

the board portion being received and retained in the receiving 
section (as recited in Claim 1), as seen in Figure 4; 
the board portion being positioned in front of the light source 
when the mount portion is attached to the light source, for 
allowing light to be transmitted therethrough (as recited in 
Claim 1), as evidenced by Figure 2; 

the clip including two spaced straight arms (as recited in 
Claim 2), Figure 2, reference number 12; 
the two arms forming a substantially U-shape (as recited in 
Claim 2), as seen in Figure 4; 

the clip including two curved arms (as recited in Claim 3), 

Figure 2, reference number 12; 

each arm having a bent end (as recited in Claim 3), as seen in 
Figure 4; 

the board portion having a surface on which decoration 
patterns are formed (as recited in Claim 6), as seen in Figure 1; 
and 

the decoration patterns including planar figures, texts and 
marks (as recited in Claim 7), as seen in Figure 1. 
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7. Claims 1-3 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
SMITH (U.S. Pat. 2,075364). 

8. SMITH discloses a decoration board having: 

a mount portion (as recited in Claim 1), as seen in Figure 6; 
a clip (as recited in Claim 1), Figure 5, reference number 198; 
a receiving section (as recited in Claim 1), Figure 5, reference 
number 199; 

the receiving section being mounted to a remote end of the 

clip (as recited in Claim 1), as seen in Figure 6; 

the clip being adapted to attach the mount portion to a light 

source (as recited in Claim 1), as evidenced by column 4, lines 

40-47; 

a board portion (as recited in Claim 1), Figure 1, reference 
number 19; 

the board portion being received and retained in the receiving 
section (as recited in Claim 1), column 4, lines 35-40; 
the board portion being positioned in front of the light source 
when the mount portion is attached to the light source, for 
allowing light to be transmitted therethrough (as recited in 
Claim 1), as evidenced by Figure 2; 

the clip including two spaced straight arms (as recited in 
Claim 2), as seen in Figure 6; 
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the two arms forming a substantially U-shape (as recited in 
Claim 2), as seen in Figure 6; 

the clip including two curved arms (as recited in Claim 3), as 

seen in Figure 6; 

each arm having a bent end (as recited in Claim 3), as seen in 
Figure 6; and 

the board portion including a transparent refraction layer 
formed on a surface thereof (as recited in Claim 9), Figure 1, 
reference number 19. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
WISE (U.S. Pat. 2,262,873). 

10. WISE discloses a decoration board having: 

a mount portion (as recited in Claim 1), as seen in Figure 2; 
a clip (as recited in Claim 1), Figure 2, reference number 11; 
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a receiving section (as recited in Claim 1), Figure 2, reference 
number 9; 

the receiving section being mounted to a remote end of the 
clip (as recited in Claim 1), as seen in Figure 2; 
the clip being adapted to attach the mount portion to a light 
source (as recited in Claim 1), as evidenced by Figure 4; 
a board portion (as recited in Claim 1), Figure 2, reference 
number 5; 

the board portion being received and retained in the receiving 
section (as recited in Claim 1), as seen in Figure 4; 
the board portion being positioned in front of the light source 
when the mount portion is attached to the light source, for 
allowing light to be transmitted therethrough (as recited in 
Claim 1), as evidenced by Figure 2; 

the receiving section includes at least one resilient tab (as 
recited in Claim 4), Figure 2, reference number 8; 
the at least one tab being spaced apart from the receiving 
section to define a slot (as recited in Claim 4), as seen in Figure 

3; 

the slot receiving an edge of the clip, as seen in Figure 3; 
the retention tab including a boss (as recited in Claim 5), 

Figure 2, reference number 17; 
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the board including a hole (as recited in Claim 5), Figure 2, 
reference number 10; 

the hole being defined in an edge of the board portion (as 
recited in Claim 5), as seen in Figure 2; 

the boss being engageable with the hole to secure the clip in 
the slot, as seen in Figure 3. 

1 1 . WISE discloses all the limitations of the claims, except for the slot receiving an 
edge of the board portion (as recited in Claim 4) and the boss being engageable with 
the hole to secure the board portion in the slot (as recited in Claim 5). 

12. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to receive the board portion in the slot with the boss securing such 
board portion, since it has been held that rearranging parts of a prior art structure 
involves only routing skill in the art. In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 
1950). In this case, locating the slot on the clip for receiving the board portion (as 
recited in claims 4 and 5), instead of on the board portion to receive the clip (as featured 
in the patented structure of WISE) would have flown naturally to one of ordinary skill in 
the art as necessitated by the specific requirements of a particular clip/board portion 
combination, selection of one arrangement over the other having no critical effect on the 
claimed subject matter. 
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13. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over WISE 
(U.S. Pat. 2,262,873). 

14. WISE discloses a decoration board having: 

a mount portion (as recited in Claim 1), as seen in Figure 2; 
a clip (as recited in Claim 1), Figure 2, reference number 1 1 ; 
a receiving section (as recited in Claim 1), Figure 2, reference 
number 9; 

the receiving section being mounted to a remote end of the 
clip (as recited in Claim 1), as seen in Figure 2; 
the clip being adapted to attach the mount portion to a light 
source (as recited in Claim 1), as evidenced by Figure 4; 
a board portion (as recited in Claim 1), Figure 2, reference 
number 5; 

the board portion being received and retained in the receiving 

section (as recited in Claim 1), as seen in Figure 4; 

the board portion being positioned in front of the light source 

when the mount portion is attached to the light source, for 

allowing light to be transmitted therethrough (as recited in 

Claim 1), as evidenced by Figure 2; 

the board portion having a surface on which decoration 

patterns are formed (as recited in Claim 6), as seen in Figure 1 ; 

and 
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the decoration patterns including figures, texts and marks (as 
recited in Claim 8) t as seen in Figure 1. 

1 5. WISE discloses all the limitations of the claims, except the decoration patterns 
being raised figures, texts and marks (as recited in Claim 8). 

16. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use raised figures, texts and marks as the decoration patterns of 
WISE, since the courts have stated that matters relating to ornamentation only which 
have no mechanical function cannot be relied upon to patentably distinguish the claimed 
invention from the prior art. In re Seid, 161 F.2d 229, 73 USPQ 431 (CCPA 1947). In 
this case, using raised decoration patterns would have flown naturally to one of ordinary 
skill in the art as desired for a particular decorative effect. In addition, it is noted that the 
specification as filed refers to specific decoration patterns as mere examples of the 
many decorative patterns that can be used with the claimed invention (see paragraph 
17). 



Relevant Prior Art 

17. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Sibley (U.S. Pat. 217,908), Gillespie (U.S. Pat. 1,296,072), Woolf (U.S. Pat. 
1,706,509) and Lemmond (U.S. Pat. 3,194,526) disclose structures having a mount 
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portion with a pair of resilient arms forming a clip capable of removably attaching the 
structure to a night light assembly light source. 

French etal. (U.S. Pat. 2,583,939), Curran (U.S. Pat. 3,443,083), Sieloff (U.S. 
Pat. 3,711,696), Wu (U.S. Pat. 4,878,162), Williams (U.S. Pat. 5,044,112), Brady (U.S. 
Pat. 5,622,424) and Hsiao (U.S. Pat. App. Pub. 2004/0223324) disclose illumination 
structures including light modifiers having a mount portion with a pair of resilient arms 
forming a clip for removably attaching the modifier to the illumination structure. 



Conclusion 

18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ismael Negron whose telephone number is (571) 272- 
2376. The examiner can normally be reached on Monday-Friday from 9:00 A.M. to 6:00 
P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sandra L. O'Shea, can be reached on (571) 272-2378. The facsimile 
machine number for the Art Group is (571) 273-8300. 

1 9. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications maybe obtained from either Private PAIR or Public PAIR. Status 
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information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, go to http://pair-direct.uspto.gov . Should you 
have questions on access to Private PAIR system, contact the Electronic Business 
Center (EBC) toll-free at 866-217-9197. 




Ismael Negron 
Examiner 
AU 2875 



